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DETAILED ACTION 
Status of the Claims 

1 . The amendments filed 1 1/03/2008 were entered. 

Response to Arguments 

2. Applicants' arguments, filed 11/06/2008, have been fully considered. 
Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

Election/Restrictions 

3. Newly submitted claims 10-13 are directed to inventions that are independent or 
distinct from the invention originally claimed for the following reasons: 

4. The invention originally claimed was a composition comprising CuHDO and a 
diluent, the composition having a pH of at least 4. 

5. New claims 10-1 1 are drawn to a process of making an industrial material which 
contains an anti-microbial composition which comprises reacting in situ a water-soluble 
salt of HDO and a Cu-containing salt. The original invention and the invention of claims 
10-1 1 are directed to related products and processes. The related inventions are distinct 
if: (1) the inventions as claimed are either not capable of use together or can have a 
materially different design, mode of operation, function, or effect; (2) the inventions do 
not overlap in scope, i.e., are mutually exclusive; and (3) the inventions as claimed are 
not obvious variants. See MPEP § 806.05G). In the instant case, the inventions as 
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claimed are a composition and a method of making an industrial material containing 
said composition formed by a specific process. Accordingly, the inventions as claimed 
have a materially different design since one is drawn to a composition and the other is 
drawn to a process of making an industrial material which contains the composition. 
Furthermore, the inventions as claimed do not encompass overlapping subject matter 
and there is nothing of record to show them to be obvious variants. 

6. New claim 12 is drawn to an industrial material made by the process of claim 10. 
The original invention and the invention of claim 12 are directed to related products. The 
related inventions are distinct if: (1) the inventions as claimed are either not capable of 
use together or can have a materially different design, mode of operation, function, or 
effect; (2) the inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the 
inventions as claimed are not obvious variants. See MPEP § 806.05(j). In the instant 
case, the inventions as claimed are a composition and an industrial material containing 
said composition formed by a specific process. Accordingly, the inventions as claimed 
have a materially different design since one is drawn to a composition and the other is 
drawn to an industrial material which contains the composition as formed by a specific 
method. Furthermore, the inventions as claimed do not encompass overlapping subject 
matter and there is nothing of record to show them to be obvious variants. 

7. New claim 13 is drawn to a method for combating and/or killing bacteria etc in an 
industrial installation, the method comprising treating the industrial installation with a 
composition comprising CuHDO and optionally a further microbicide. The original 
invention and the invention of claim 13 are related as product and process of use. The 



Application/Control Number: 10/578,824 Page 4 

Art Unit: 1614 

inventions can be shown to be distinct if eitlier or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case the process 
of using the product as claimed can be practiced with another materially different 
product, such as, for example, boron wood preservatives as evidenced by Casebolt 
(Maritime Park Association, July 1997). 

8. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 10-13 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1, 3, 5, 7-9 and 14-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Goettsche et al (US 4,761,179). 

11. Instant claim 1, as amended, is drawn to a composition consisting essentially of 
(A) CuHDO and a diluent, and optionally another microbicidally active component (B), 
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wherein the composition has a pH of at least 4, more specifically at least 7 (claim 8) and 
even more specifically at least 8 to 12 (claim 9). 

12. Goettsche et al teach a wood preservative comprising CuHDO and water, 
wherein the pH is not less than 7.5 (Column 1 , Lines 46-50). Even more specifically, 
Goettsche et al disclose that "The pH of aqueous impregnating solutions is in general 
from 8.0 to 10.0, in particular from 8.5 to 9.5" (Column 2, Lines 54-55) and particularly 
teaches solutions comprising 25% CuHDO and 40% water (Column 4, Lines 10-17, 
Example 2). 

13. Applicant argues that Goettsche et al does not anticipate claims 1 and 8-9 as 
amended because the compositions taught by Goettsche et al "in addition to containing 
CuHDO... contain several other components, including polyamine" (Applicant Argument, 
Page 4). MPEP 2111.03 states that the transitional phrase "consisting essentially of 
limits the scope of a claim to the specified materials "and those that do not materially 
affect the basic and novel characteristic(s)" of the claimed invention. In re Herz, 537, 
F2.d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). Absent a clear indication of what 
the basic and novel characteristics actually are, "consisting essentially of will be 
construed as equivalent to "comprising". See PPG, 156 F.3d at 1355, 48 USPQ2d at 
1355. In the instant case, it is unclear what the basic and novel characteristics of the 
instantly claimed composition are (beyond being a composition for combatting and/or 
killing bacteria, mould, yeast and algae) that the inclusion of other ingredients taught by 
Goettsche et al would materially affect. As such, the settled meaning of the term 
"consisting essentially of as defined above in MPEP 2111.03 is applied. Accordingly, 
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the composition in claim 1 will be construed as "comprising" any other materials that do 

not materially affect the basic and novel characteristics of the claimed invention; in other 

words, the composition recited by claim 1 will be construed as "comprising" any other 

ingredients that do not materially affect the composition from being usable for 

combatting and/or killing bacteria, mould, yeast and algae. Notably, there is nothing to 

indicate to a person of ordinary skill in the art that the other ingredients taught by 

Goettsche et al (such as polyamine) would materially affect the composition from being 

usable for combatting and/or killing bacteria, mould, yeast and algae. As stated by 

If an applicant comencK that additioii.il srep^s or 
mateiiah in die prior art .-si's exchuled bv die reciUtion 1 
of "comkting e^sesfially o£" applicant hca rhe buy- 1 
deo of diowiiig that the introduction of aJditional 
step<= or components ^^oiild mateiiolly change the 1 
cIiArAcreri?.tio^ of applicant's inveiirion. I-! '^ De \ 
Lanvu\ S-q' 143 USPQ 256 iCCPA 19o4). | 

See also Ex parte Hqffmon. 12 USPQ2d 1D6K 1063- 

6 4 t^B.l ?M. A pp. & iiiter. I9m 

MPEP 2113.03: —————— ———^^^ Applicant 

has not introduced any evidence to indicate that the introduction of the additional 

components taught by Goettsche et al would materially change the characteristics of the 

Applicant's invention. As such, Goettsche et al anticipates each of the limitations of 

instant claims 1 and 8-9 and the rejection is maintained. 

14. Instant claims 3 and 5 are drawn to the composition of claim 1 additionally 
containing another microbicidally active component selected from the group of 
components recited which includes "alcohols" as well as "quaternary ammonium 
compounds" (claim 3) and, more specifically, wherein the concentration of each 
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component (A) and (B) is from 1-99% by weight (claim 5). In regard to claim 5, 

component (A) refers to "CuHDO and a diluent" and component (B) refers to "another 

micobicidally active component" such as, for example, an alcohol. Goettsche et al 

teach "the wood preservatives can also contain an alkanolamine, eg. ethanolamine" 

(Column 1, Lines 66-67) which is a primary alcohol. Furthermore, Goettsche et al 

specifically disclose formulations containing 25% CuHDO, 25% water, and 12.5% 

ethanolamine (Column 4, Lines 45-50) which anticipates the range recited by instant 

claim 5. As stated in MPEP 2131.03: 

[■Wlhei: a i-eci ration of saages or otherwise 

3 claim co\ei' ^e\-?ial •LOinpo-^nou^> the claim is 
anticipated if o^f*- of them m tiit pnor art Tsta- 
\Lta.s Co';, -i. BJf"^e> "^"^8 ¥ 2d "^"^f 
22'^ UbPQ ^73 (Fed Ca l^fS5) ^cwmg A jePcre^ if7g 
F2J 676 6&: 133 USPQ 275 :sb (CCPA 1962)} 
Jeii^basis m oiiginar) 



. In the instant case, the prior art 
teaches concentrations of components (A) and (B) which are each within 1 to 99 wt% as 
recited by instant claim 5. 

15. Instant claim 7 is drawn to the composition of claim 1 in the form of a "paste, 
emulsion or solution or supsension" (claim 7). Goettsche et al specifically teach the 
invention in the form of "an aqueous solution" (Column 1 , Line 44). 

16. New claim 14 is drawn to an industrial material comprising the composition of 
claim 1. Goettsche et al specifically disclose the impregnation of wood with the 
composition. Since wood is encompassed by the term "industrial material" (Instant 
Specification Page 7, Line 19), Goettsche ef a/ disclose industrial materials comprising 
the composition of claim 1 . 
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17. New claim 15 is drawn to the industrial material of claim 14, wherein the CuHDO 

is formed in situ in the industrial material. As discussed above, Goettsctie et al disclose 

industrial materials (e.g., wood) comprising the composition of claim 1. Additionally, as 

PRODrCT-BY-PROCESS CLAIMS ARE NOT 
LMTED TO THE ]iL4OTlXATIONS OF THE 
REOTED STEFS, OM,Y THE STRUCTIHE [ 
OIPLiED BY THE STEPS 

[E]\'eu tilough piodiK}-b\-pioce-N cL^niis hp bin- ^ 
iteJ In i nd dffiueJ by rhe pioce^s <.3e*e-mii:ia^iv->ii of 

psientabihty is based oa the piodiict itself The patriit- [ 

abilsjy of a pro<ijsct does ssot depend on its :i3ie!liod -of |:i 

prodKctsoa If the prodi'ct m the prodiict-bv-fn-oces^ | 

rl:i 1 is ih^ -aiiie la ob' io}i> Hum a pitxkict f^f tln" ^ 

piiu .''is fi < laii^i 1- lUipare it oi-^ tf- rij 'hongh the : 

pnci product -vva*. made bv a dd^ereat proceiis Ir | 
Jlmrpi., 117 FJd 695. 69S, 217 USPQ 964. 966 (Fed 

stated by MPEP 2113: ^'^^'^'^^^^^^^^^^^^^^^^^^^ Notably, 

the claim at issue in In re Thorpe was directed to a novolac color developer. The 

process of making the developer was allowed. The difference between the inventive 

process and the prior art was the addition of metal oxide and carboxylic acid as 

separate ingredients instead of adding them pre-reacted. The product-by-process claim 

was rejected because the end product, in both the prior art and the allowed process, 

ends up containing metal carboxylate. "The fact that the metal carboxylate is not 

directly added, but is instead produced in situ does not change the end product" (MPEP 

2113). Similarly, the fact that CuHDO is not directly added to the industrial material 

taught by Goettsche et al, but is instead produced in situ does not change the wood 

taught by Goettsche et al. 
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18. Applicant argues tliat preparing CuHDO in-situ should be given patentable 
weight because distinct properties are produced in the industrial material as a result of 
in situ formation of the CuHDO. Applicant's assertion that the instantly claimed 
industrial material possesses distinct properties from the industrial materials taught by 
the prior art does overcome the teaching of Goettsche et al since there is nothing to 
indicate that the instantly claimed industrial materials have been chemically altered or 
modified in some structural way to distinguish them from the industrial materials of 
Goettsctie et al. In other words, the fact that CuHDO is not directly added to the 
industrial material taught by Goettsclie et al, but is instead produced in situ does not 
chemically modify or structurally change the wood taught by Goettsctie et al. 
Accordingly, Applicant's argument is not persuasive. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

21 . Claims 1, 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goettsche et al (US 4,761,179). 

22. Instant claim 6 is drawn to the composition of claim 3 wherein the said respective 
amounts of components (A) and (B) are 40 to 60 wt% each. As discussed above, 
Goettsche et al teach instant claims 1 and 3 wherein the other microbicidally active 
component (B) is an alcohol. Moreover, Goettsche et al teach that "suitable 
concentrations contain, for example, from 5 to 50% by weight of CuHDO" (Column 2, 
Lines 8-9). Even more specifically, Goettsche et al particularly teach a formulation 
comprising 25% CuHDO and 20% water (Column 4, Lines 28-33, Example 3) which 
teaches a concentration of component (A) within the range of 40 to 60% as recited by 
instant claim 6. However, Goettsche et al do not teach alcohols in the range of 40 to 
60% by weight. Rather, Goettsche ef a/ teach as suitable concentrations "not more than 
20% by weight of an alkanolamine" (Column 2, Line 15). However, Goettsche et al also 
teach compositions of claim 1 which include a quaternary ammonium salt, which 
encompasses a microbicidally active component (B) as recited by claim 3. 
Furthermore, Goettsche et a/ teach "suitable concentrations contain, for example... not 
more than 50% by weight of a quaternary ammonium salt" (Column 2, Lines 8-16). As 

111 tBi? C35>e where tlie claimed raiife^. "oved&p or lie 
ui-ide rin|re<y d£<yclo\ed by tli? piioi ^irt a •■ hr/'j 7^ 
cfli>r of ubvioa^aevs exisls jV f^;^? iif.- m 541 F 2d 
257. 191 USPQ90 ^CCPA 19^6^ I: nbo..ru7t ^4^- 

Stated in MPEP 2144.05: ^ ^^'^^ ^'^^^^^ ^^-'^ ^" ^^^'^^ In the 
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instance case, tlie claimed ranges of component (B) as recited by instant claim 6 
overlap ranges disclosed by tine prior art. Accordingly, claim 6 is prima facie obvious. 

23. Claims 1 and 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goettsche et al (US 4,761,179) in view of Lorentzen et al (US 5,332,765). 

24. Instant claim 1 is taught by Goettsclie et al as discussed above. Furthermore, 
Goettsche et al teach instant claim 3 wherein the other microbicidally active component 
is an alcohol. 

25. However, Goettsche et al do not teach the composition of claim 3 wherein the 
other active component is "2-bromo-2-nitropropane-1,3-diol", as recited by instant claim 
4. Lorentzen et al teach microbicidal agents useful in the protection of industrial 
materials. Moreover, Lorentzen et al teach that "the activity and the spectrum of action 
of the active compound combination according to the invention or of the agents, 
concetrates or, generally, formulations prepared therewith, is increased if, if appropriate, 
other antimicrobially active substances, fungicides, insecticides or other active 
compounds are added to widen the spectrum of the active compound or to achieve 
specific effects such as, for example, an additional protection against insects" (Column 
3, Lines 31-39). Furthermore, Lorentzen et al teach "2-bromo-2-nitropropane-1,3-diol" 
as an example of particularly advantageous component (Column 4, Line 30). 
Accordingly, it would have been prima facie obvious to a person of ordinary skill in the 
art at the time the invention was made to include another microbicidally active 
component, specifically 2-bromo-2-nitropropane-1,3-diol, in the formulation taught by 
Goettsche et al., since Goettsche et al teach an antimicrobially active composition 
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which includes an alcohol and since Lorentzen a/ teach that 2-bromo-2-nitropropane- 
1,3-diol is a particularly useful antimicrobial. Furthermore, Lorentzen et al specifically 
teach the motivation to use multiple microbicides in a single formulation. For the 
foregoing reasons, claim 4 is prima facie obvious. 

26. Applicant traverses the rejection stating that "since Lorentzen was cited only to 
show other microbicidal components, the present claims should be found patentable 
over Goettsclie in view of Lorentzen for the reasons stated above" (Applicant 
Arguments, Page 6). As discussed above. Applicant's arguments to Goettsctie et al 
are not persuasive. Accordingly, the rejection over Goettsclie et al in view of Lorentzen 
et al is maintained. 

Conclusion 

No new ground(s) of rejection are presented in this Office action. Accordingly, 
THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to CRAIG RICCI whose telephone number is (571) 270- 
5864. The examiner can normally be reached on Monday through Thursday, and every 
other Friday, 7:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CRAIG RICCI/ 
Examiner, Art Unit 1614 



/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 
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